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DETAILED ACTION 
Status of the Application 

1 . Receipt of Applicant's Remarks and Arguments filed on 9 th May 2007 is 
acknowledged. Applicants amended the claims 1, 6 and 13 and accordingly the 
previous 112 rejection has been withdrawn. However, a new 112 rejection has been 
applied to the claim 13 because it contains the new matter. The arguments for the 
103(a) rejection are not found persuasive and as such, the following rejection has been 
maintained. The claims 11-13 remain rejected and all claims are pending. 

Claim Rejections - 35 USC §112 

2. The following is a .quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

3. Claim 1 3 is rejected under 35 U.S.C. 1 12, first paragraph, as failing to comply 
with the written description requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to reasonably convey to one 
skilled in the relevant art that the inventor(s), at the time the application was filed, had 
possession of the claimed invention. 

The instant claim recite the compound "p-pivaloyloxyferutinine", but the 
specification does not appear to provide support for said compound. The instant 
specification discloses the compounds p-pivaloyloxybenzoic acid (III) and p- 
pivaloylferutine (IV). There is no disclosure of the added compound "p- 
pivaloyloxyferutinine", to claim 13. This is new matter. 
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Response to Arguments 

4. Applicant's arguments filed on 9 th May 2007 have been fully considered but they 
are not persuasive. 

The thrust of the applicants' arguments is that Tamemoto et al fails to disclose 
or suggest a possible cosmetic composition preparation of a ferutinine. 

The examiner does not find this argument persuasive. The examiner agrees that 
the Tamemoto et al reference does not disclose applicants' method of preparing a 
cosmetic composition. However, Tamemoto et al teach a folk medicine for the 
treatment of skin diseases and wounds, and the medicine is isolated from the Ferula 
kuhistanica. Tamemoto et al also showed that one of the extracted compound from 
Ferula kuhistanica is ferutinine [see Introduction and Results/Discussion in page 763]. 
The word "cosmetic" is a skin related, and its composition falls within the scope of the 
compositions treating the skin related diseases. Please also note that the preparation 
of a composition for a known compounds with a suitable excipients is known in the art. 
So, adding the effective amount of Ferula spp extract or ferutine or p-pivaloyloxyferutine 
to an acceptable excipient to make a cosmetic composition is obvious. 

Therefore, the examiner finds that it would have been obvious to a person of 
ordinary skill in the art at the time of the invention was made, extract the ferutinine from 
genus Ferula, and make a cosmetic composition using an acceptable excipient, with a 
reasonable expectation of success. 

Claim Rejections - 35 USC § 103 
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5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

7. Claims 11-13 are again rejected under 35 U.S.C. 103(a) as being unpatentable 
over Tamemoto et al (Phytochemistry, 763-767, 58, 2001 ) for the reasons of record. 

8. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .1 36 (a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no even, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 
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Allowed Subject Matter 

9. Claims 1-7 are allowable. 

The following is a statement of reasons for the indication of allowable subject 
matter: the closest prior art (J.Org.Chem. USSR, 28, 10, 1992, 1666-1673) fails to 
teach or fairly suggest esterifi cation of jaeschkenadiol with p-pivaloyl benzoic acid to 
make p-pivaloyferutinine and then its hydrolysis to make ferutinine. 

Correspondence 

1 0. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Sudhakar Katakam whose telephone number is 571- 
272-9929. The examiner can normally be reached on M-F 8:30 AM - 5:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Johann Richter can be reached on 571-272-0646. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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